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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-
11, 16, 18 and 20. dains 12-15 and 21-23 have been all owed

by the exam ner, and claim 24, the other claimremining in

1 Application for patent filed Septenber 24, 1992.
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the present application, stands w thdrawn from consi deration
as being non-elected. Caim1lis illustrative:
1. A transportable oil skimrer conprising:

a) a franme including a notor support section near one
end of the franme, the one end being the top end of the frane
when the skimmer is in use, the frane including a depending
stabilizer adapted to extend into a volume of l|iquid when the
skinmrer is in use;

b) a notor carried by the support section and
i ncl udi ng an out put shaft;

c) a head pulley drivingly connected to the shaft;

d) an endless belt in drivingly supported engagenent
with the head pull ey;

e) a tail pulley supported by the belt and adapted to
be imersed in such |iquid volune when the skinmer is in use;
and

f) restraining neans operatively interposed between
the stabilizer and the tail pulley to limt axial and radia
novenent when the skimer is being transported and to all ow
when in use floating novenent over a range of novenent free of
engagenent between the tail pulley and the restraining nmeans
while allowi ng self alignment of the belt and tail pulley and
sufficient vertical notion when the skimrer is in use to
assure that belt tension is provided substantially only by the
wei ght of the belt and the pulley.

In the rejection of the appeal ed clains, the exam ner

relies upon the foll ow ng references:

Mecham 3, 055, 229 Sep. 25, 1962
Spurr et al. (Spurr) 4,067, 438 Jan. 10, 1978
Conbr owsKki 5,223,128 Jun. 29, 1993

(filed Nov. 20, 1991)
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Abanaki Corporation Literature, "G Skimers" (1989)

Appel lant's claimed invention is directed to an apparatus
and process for skimmng oil fromthe surface of a body of
water. The apparatus is transportable and conprises a tai
pulley that is imrersed in the body of water which transports
an endl ess belt that renoves oil fromthe surface of the
wat er. According to appellant,

[Flor the first tinme in such a transportable unit,

tension of the belt when in proper use is provided

solely by the weight of the tail pulley and the belt
itself. This weight tensioning is acconplished by
mounted [sic, nounting] the pulley such that is has

an ability to float freely relative to the skimer's

stabilizer bar within a range of novenent (paragraph

bridgi ng pages 2 and 3 of Brief).

Appeal ed clains 1-7, 16, 18 and 20 stand rejected under
35 U.S.C. 8 112, second paragraph. dainms 1-7 and 18 stand
rejected under 35 U. S.C. 8§ 112, first paragraph. dains 1-3,
5 and 6 stand rejected under 35 U.S.C. §8 102(b) or, in the
alternative, under 35 U . S.C. §8 103 as bei ng unpat entabl e over
Abanaki. The appeal ed clains also stand rejected under
35 U.S.C. § 103 as foll ows:

(1) claim4 over Abanaki

(2) claim 16 over Conbrowski ;

(3) clainms 8-11 over Abanaki in view of Spurr;

-3-



Appeal No. 95-3566
Application No. 07/950, 802

(4) clainms 7 and 18 over Abanaki in view of Mecham and

(5) claim7 over Abanaki in view of Conbrowski.

We consider first the rejection of clains 1-7, 16, 18 and
20 under 35 U. S.C. 8§ 112, second paragraph. It is the
exam ner's position that the | anguage "a range of novenent”
found in claiml is indefinite "as to what degree or anount of
novenent is inplied" (page 3 of Answer). However, since it is
axiomatic that claimlanguage nust be read in |ight of the
specification as it would be by one of ordinary skill in the
art,? we agree with appellant that the clains need not
specifically recite a particul ar degree or amount of novenent
of the tail pulley in order to informthe skilled artisan that
the hole in the tail pulley is sufficiently large to allow the
bolt (restraining neans) inserted therein to be out of contact
with the tail pulley. This relationship between the tai
pul l ey and the restraining neans is the focal point of the
di scl osed invention. Accordingly, we will not sustain the

exam ner's rejection under 35 U . S.C. 8§ 112, second paragraph.

2 |n re Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388
(Fed. Cr. 1983).
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W will also not sustain the examner's rejection of
clains 1-7 and 18 under 35 U.S.C. 8§ 112, first paragraph, as
bei ng based upon an original specification that does not
provi de descriptive support for the | anguage "free of
engagenent between the tail pulley and restraining neans”
present in claiml1l. According to the exam ner, appellant's
specification, at page 2, line 32 to page 3, line 1, states
that "the headed shaft nonet hel ess provides a constraint on
the range of tail pulley notion relative to the stabilizer
bar," and therefore directly contradicts the limtation of
"free of engagenent between the tail pulley and restraining
neans"” (page 4 of Answer).

The description requirenent of 35 U S.C. § 112, first
par agraph, does not require that the | ater added clai m

limtation be described in ipsis verbis in the origina

di scl osure® but, rather, the original disclosure needs to
reasonably convey to one of ordinary skill in the art that the

i nventor had in his possession, as of the filing date of the

3 Inre Snith, 481 F.2d 910, 914, 178 USPQ 620, 624 ( CCPA
1973).
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application, the later added Iimtation.* In the present
case, we are satisfied that the original specification
reasonably conveys the concept that the restraining nmeans is
operatively interposed between the stabilizer and the tai
pulley in such a way that when the oil skinmer is in use the
tail pulley adopts a floating novenent that is free of
engagenent, or contact, with the restraining neans. The
portion of appellant's specification cited by the exam ner
sinply relates that the tail pulley is constrai ned by
engagenent with the restraining neans either when the belt
breaks or when the skinmer is transported.

In addition, we will not sustain the examner's prior art
rej ecti ons based on Abanaki. Accordingly, we reverse the
examner's rejection of clains 1-3, 5 and 6 under § 102/8 103
over Abanaki, the rejection of claim4 under §8 103 over
Abanaki, the rejection of clains 8-11 under 8 103 over Abanak
in view of Spurr, the rejection of clains 7 and 18 under § 103
over Abanaki in view of Mecham and the rejection of claim?7
over Abanaki in view of Conmbrowski. The fatal flaw in all

these rejections is that Abanaki does not teach or suggest a

4 Vas-Cath Inc. v. Mahurkar, 935 F.2d 1555, 1563, 19
USPQ2d 1111, 1116 (Fed. Cir. 1991).

-6-



Appeal No. 95-3566
Application No. 07/950, 802

transportable oil skinmmer conprising a restraining neans that
iIs so disposed between the stabilizer and the tail pulley as
to allow for floating novenent of the tail pulley when in use.
Al though it cannot be gainsaid that the exam ner is correct in
stating that there nust be a cl earance between the bore of the
tail pulley and the shaft or bolt inserted therein "to permt
rotation of the tail pulley" (page 6 of Answer), it is not
reasonabl e to conclude that such a [imted cl earance between
the tail pulley and the shaft would necessarily or inherently
allow for the tail pulley to assune floating novenent while in
use. |Indeed, the Hobson Decl aration of Decenber 19, 1994
evi dences that the prior art oil skinmrer disclosed by Abanak
does not conprise a tail pulley that freely floats when in
use. Spurr, Conbrowski and Mecham the secondary references
cited by the exam ner, do not renedy this basic deficiency of
Abanaki .

W will sustain the examner's rejection of claim16 over
Conbrowski. The nmethod of claim 16 does not define the
rel ati onshi p between the restraini ng neans, stabilizer and
tail pulley discussed above. Claim 16 recites a conventiona

nmet hod of skinmmng oil fromthe surface of a body of water
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wi th, according to appellant, the distinction that a tai
pul l ey is enployed that has "L-shaped spokes including |egs
and arnms." Here, we agree with the exam ner that Conbrowski
fairly teaches a nethod of skimmng oil with a tail pulley
conprising vanes 35 that closely correspond to the clained
spokes. W agree with the exam ner that the general shape of
Conbrowski's vanes fairly suggests L-shaped spokes having arns
and legs that are oriented in the direction of the pulley
rotation. Furthernore, Conbrowski expressly teaches that
"[t]he geonetrical shape of said vanes 35 can be devel oped in
di fferent ways, the requirenent of the user always being

i mportant in this connection” (colum 4, Ilines

51-54). In our view, any distinction between the shape of
Conbr owski 's vanes and shapes within the scope of claim16
woul d have been an obvious matter of design choice for one of
ordinary skill in the art. W note that appellant presents no
argunment that the shape of the clainmed spokes offers a
particul ar advantage or solves a specific problemnot achieved

by the vanes of Conbrowski. In re Kuhle, 526 F.2d 553, 555,

188 USPQ 7, 9 (CCPA 1975). Also, we note that appell ant bases



Appeal No. 95-3566
Application No. 07/950, 802

no ar gunent upon objective evidence of nonobvi ousness with
respect to the rejection of claim16.

In conclusion, based on the foregoing, the exanm ner's
rejec-tion of clains 1-11, 18 and 20 is reversed, whereas the
exam ner's
8§ 103 rejection of 16 is affirmed. Accordingly, the examner's
deci sion rejecting the appealed clains is affirned-in-part.

No time period for taking any subsequent action in
connec-tion with this appeal nay be extended under
37 CFR 8§ 1.136(a).

AFFI RVED- | N- PART

SHERVAN D. W NTERS )
Adm ni strative Patent Judge )
)
)
EDWARD C. KI M.IN ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
BRADLEY R GARRI S )
Adm ni strative Patent Judge )
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